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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claim 12 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The "other sole portions are provided in a range of shapes and sizes" is new 
matter. Throughout the disclosure it specifically talks about the shoe covers having a 
range of shapes and sizes but nothing specifically about the sole portion having a range 
of shapes and sizes. 

2. Claims 1,3-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, the phrase "forming assemblies change appearances and use 
environments of said assemblies" is not understood, unclear and therefore the scope of 
the claim can not be determined. 

In claim 1, the phrase "wherein said covers respectively comprise uninterrupted 
sheaths open at undersides and having continuous lower edges" is unclear and 
indefinite. It appears applicant is claiming covers with sheaths and lower edges. 
Implying that each cover has a plurality of sheaths and a plurality of continuous lower 
edges. It would appear applicant should change this phrase to "wherein each of said 
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covers comprise of an uninterrupted sheath open at an underside and having a 
continuous lower edge". 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,3-6,8 and 15-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 2368314 (Marx). 

Marx teaches an interchangeable footwear system comprising interchangeable 
covers (uppers) of different shapes to change/alter the appearance of the shoe 
assembly (see page 1 , col. 1 , lines 14-16). The sole portion is provided with an 
upwardly extending rim portion (24) provided with a first mating element (anchoring 
member 25,25,50) and the cover having a second mating element (27,27a,87). 
Regarding claims 16 and 17, any portion of the cover (upper) of Marx is inherently a 
portion capable of receiving and displaying promotional indicia. 

The interchangeable covers (uppers) has a plurality of extensions connecting to 
the mating element (25,25,50) of the sole portion and each of these extensions 
represents an uninterrupted sheath and a continuous lower edge. Therefore the cover 
of Marx comprises uninterrupted sheaths open at undersides and having continuous 
lower edges. There is no limitation that the "continuous lower edge" extends around an 
entire perimeter of the sole and therefore this limitation is broad. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 7,9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marx '314. 

Marx teaches a footwear system comprising interchangeable covers (uppers) of 
different shapes to change/alter the appearance of the shoe assembly (see page 1 , col. 
1, lines 14-16). The sole portion is provided with an upwardly extending rim portion (24) 
provided with a first mating element having a substantially v-shaped section (see figure 
9) and the cover having a second mating element (27, 27a, 87 all show different shapes 
of second mating elements) including one having a v-shaped section (87). The v- 
shaped sections have matching protrusions (55,56) and recesses (recesses as formed 
by the hooks 87). Marx lacks teaching the first and second mating elements to be 
reversed. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to reverse the first and second mating means (i.e. first mating 
element being male and the second mating element being female), since it has been 
held that a mere reversal of the essential working parts of a device involves only routine 
skill in the art. In re Einstein, 8 USPQ 167. 

Regarding claim 12, the outsole 21 of Marx can have a multiple of different 
shapes, see page 2, col. 1 , lines 11-14. Moreover, it is old and conventional in the art 
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for soles to come in multiple of different shapes and sizes to accommodate each 
individual. Therefore, it would be obvious to provide the sole of Marx with sole portion 
provided in a range of shapes and sizes. 

7. Claims 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
references as applied to claim 13 above, and further in view of US 4887369 (Bailey et 
al). 

Bailey teaches a footwear system with interchangeable covers that are provided 
with different colors and patterns, see col. 1 , lines 25-28. It would have been obvious to 
provide the footwear covers as taught above to have covers of varying colors and 
patterns, as taught by Bailey, to provide a greater range of designs for the wearer. 
Response to Arguments 

8. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 10/507,224 
Art Unit: 3728 



Page 6 



shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 1 . Applicant is duly reminded that a complete response must satisfy the 
requirements of 37 C.F. R. 1.111, including: 

-"The reply must present arguments pointing out the specific distinctions 
believed to render the claims, including any newly presented claims, patentable 
over any applied references." 

--"A general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes 
them from the references does not comply with the requirements of this section." 

-Moreover, "The prompt development of a clear issue requires that the 
replies of the applicant meet the objections to and rejections of the claims. 
Applicant should also specifically point out the support for any amendments 
made to the disclosure. See MPEP 2163.06" MPEP 714.02. The "disclosure" 
includes the claims , the specification and the drawings. 

12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). Other useful information can be 
obtained at the PTO Home Page at www.uspto.gov. 
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In order to avoid potential delays, Technology Center 3700 is encouraging 
FAXing of responses to Office Actions directly into the Center at (571) 273-8300 
(FORMAL FAXES ONLY). Please identify Examiner Ted Kavanauqh of Art Unit 3728 
at the top of your cover sheet. 

Any inquiry concerning the MERITS of this examination from the examiner 
should be directed to Ted Kavanaugh whose telephone number is (571) 272-4556. The 
examiner can normally be reached from 6AM - 4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Mickey Yu can be reached on (571) 272-4562. 



/Ted Kavanaugh/ 
Primary Examiner 
Art Unit 3728 



TK 

February 9, 2008 



